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DETAILED ACTION 

The following Final rejection is made Final after the Board of Appeals 
applied a new ground of rejection under 37 CFR 41.50 (b) constituting a non-final 
rejection, the applicant has responded to that new ground of rejection and thus 
this case is properly made FINAL. 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 10, 12-14, 19-27 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The Board of Appeals was very clear that it was not apparent to one skilled in the 
art whether the unextracted plant material, as broadly claimed, is the latex or sap of 
Croton, or some other unextracted portion of the plant material, such as the leaf, 
branch, bark, etc. One of ordinary skill in the art could therefore, the Board stated, could 
not clearly determine the baseline measurement. The board stated that they could not 
import a limitation from the specification (plant material is the chosen language. 
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presumably intentionally broader than "latex"). Without such a baseline measurement, 
the Board concluded, there is no way to know if the property of the extract is any 
different from the prior art. 

Consequently, the Board felt that the Applicant's attempt to characterize the test, 
and what it is compared against, is so flawed for at least this first reason as to make it 
impossible for one skilled in the art to determine the scope of claim 10. 

Additionally, even if the "unextracted plant material" was understood to be the 
latex, the Board stated, neither the claim nor the specification describes the amount, 
concentration, or method of preparation of this "unextracted plant material" which is 
used in the comparison to the "1 mg/mL" of extract. 

Applicant has now amended claim 10 to include the limitation "1 mg of the 
lipophilic extract in 1 ml of water". At paragraph 30 in the instant specification, this 
limitation is defined. "At a concentration of 1 mg of extracted latex to 1 ml of water the 
disclosed process yielding the extraction (CGO 110) results in a 4.3 fold reduction in 
absorbance at 414 nm, as indicated in Figure 1 ." It is not clear what 4.3 fold reduction in 
absorbance at 414 nm actually is. The Board even made this clear. Applicant is 
attempting to define the composition in terms which never establish a baseline. What if 
the extract is not extracted with water but ethyl acetate how does this limitation really 
help to quantify the extract ? Further, claim 10 recites that the extract has a light 
absorbancy reduced by a factor of about at least 4.3 between the range of 390 nm and 
430 nm relative to the light absorbancy within the range of 390 nm and 430 nm for 1 mg 
of latex from family Euphorbaciae and species Croton in 1 ml of water. Once again how 
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does this really help to quantitate anything ? Even the Board admits on the record that 
even if "unextracted plant material" was understood to be latex, the term "latex" does 
not have an understandable definition as to the amount, concentration or method of 
preparation of the "unextracted plant material" and thus the "latex" is not clearly able to 
be compared to anything (any baseline) because as the Board has stated that even the 
specification cannot make up for the fact that even "latex" is totally confusing in and of 
itself even in the instant specification. 

Further, the support that applicant relies on comes from paragraph 30 of the 
instant specification which clearly states nothing about the limitation in claim 10 of "light 
absorbancy reduced by a factor of about at least 4.3 between the range of 390 nm and 
430 nm relative to the light absorbancy within the range of 390 nm and 430 nm for 1 mg 
of latex from family Euphorbaciae and species Croton in 1 ml of water" since in 
paragraph 30 only 414 nm is even ever mentioned. Thus, there is definitely no support 
for the range of 390 nm to 430 nm even if it did make sense which it does not. 

The second ambiguity in claim 10, the Board states, relates to its recitation that 
the extract at a concentration of 1 mg/mL has a " reduced UV absorbency of about at 
least 4.3 between the range of 390 nm and 430 nm While the specification 
describes a "4.3 fold reduction in absorbance at 414 nm, the claim does not define 4.3". 
As stated above 4.3 is relative to nothing and makes no sense even within the context 
of claim 10 since paragraph 30 of the specification never even mentions anything 
amount the range of 390 nm to 430 nm. 
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The Board made it clear that the claims remain indefinite because they do not 
provide sufficient baseline information to allow a skilled artisan to meaningfully compare 
the claimed extract with the "unextracted plant material". 

Applicant argues that they may use functional language, alternative expressions, 
negative limitations, or any style of expression or format of claim which makes clear the 
boundaries of the subject matter for which patent protection is sought. While this is true, 
it is not true in this case since the language used in the claims does not make clear the 
boundaries of the subject matter since it cannot be understood as noted by the Board. 
The Board has stated that not even the specification can make up for this deficiency in 
the claims since the specification is also completely unclear in terms of what the terms 
in claims 10 and 13 mean. Applicant further argues that the light absorbancy of the 
extract can be quantified by combining 1 mg of extract to 1 ml of a relatively colorless 
carrier, such as water or 50 % (v/v) ethanol/water against the same conditions for the 
Croton plant and then measuring their respective absorbancies and then comparing the 
difference between the two in their absorbancies. This still does not help since the 
specification only mentions the light absorbancy at 414 nm not the range of 390 nm to 
430 nm within the claimed context as taken from paragraph 30 of the specification. 
Further, this is unclear since the support from the specification and the recitation in the 
claims is only in relation to water and not other solvents as applicant argues. How does 
one even quantitate this amount ? 1 mg of the lipophilic extract in 1 ml of water. How 
much is that really ? What if another solvent is used, does that change everything ? The 
alleged reference or baseline point is completely relative and subjective. What if the 
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extract is a powder and tliere is no water liow can tliat be understood in the context of 
this limitation in the claims ? It is also not clear how the relation between "light 
absorbancy reduced by a factor of about at least 4.3 between the range of 390 nm and 
430 nm relative to the light absorbancy within the range of 390 nm and 430 nm for 1 mg 
of latex from family Euphorbaciae and species Croton in 1 ml of water" even compares 
anything. How Is this a comparison ? A comparison to what ? What if the extract is in a 
powder then how does one measure the light absorbancy in a powder, this limitation 
surely cannot help one of ordinary skill in the art understand the claimed invention. 

Next, applicant tries to define a 4.3 reduction in absorbancy but what does this 
really mean ? Applicant states that it means that 1/4.3 = 23 % is what it means, does it ? 
The same is true for 21 %. There is nothing in the specification to support this and this 
allegation makes no sense on its face. 4.3 reduction compared to what ? It is a non- 
sensical term and ambiguous number In and of itself. As mentioned above, a 4.3 fold 
reduction in aborbance at 414 nm is impossible to quantify. What is 4.3 fold relative to 
and what does it mean anyway ? If one of ordinary skill in the art cannot even figure out 
how much of the extract that he has in the first place, one cannot possibly figure out 
how much of a reduction 4.3 is or is relative to. 

It is noted that applicant has added claims 25-27 to the instant application. These 
claims make even less sense than the claims that were before the Board. Where is 
"less than 33 %" derived from ? Does applicant even have support for this ? Not only is 
it confusing, it is not clear how it is defined in the specification or where it is defined in 
the specification. The only percentages that applicant attempts to define are 21 % and 
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23 % and even they make no sense for the above reasons. Thus, if it is not clear on the 
record what these percentages mean and it is definitely not clear on the record what the 
percentages from claims 25-27 mean, specifically, "less than 33 %" and "less than 25 
%" and for that matter where applicant derives them from. 



3. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to Michael V. Meller whose telephone number is 571-272- 
0967. The examiner can normally be reached on Monday thru Thursday: 9:30am- 
6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terry McKelvey can be reached on 571-272-0775. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Michael V. Meller/ 

Primary Examiner, Art Unit 1655 



